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Office Action Summary 


Application No. 

097248,515 


Examiner 


Stephen L Blau 


Applicant(s) 

SOSIN, HOWARD B. 


Art Unit 


3711 


- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 22 August 2001 . 
2a)CD This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 4. 11-13. 24. and 29-55 is/are pending in the application. 

4a) Of the above claim(s) 4.11.13.24 and 39 is/are withdrawn from consideration. 

5) |3 Claim(s) 12 is/are allowed. 

6) E1 Claim(s) 29-38 and*$-55 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) CD Claims are subject to restriction and/or election requirement. 


Application Papers 

9)CD The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are objected to by the Examiner. 

11 )□ The proposed drawing correction filed on is: a)D approved b)CD disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. 5 119 

1 3) CD Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)d All b)D Some*c)CD None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. 


3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 


Attachment(s) 

15) [3 Notice of References Cited (PTO-892) 

16) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) CD Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 


1 8) CD Interview Summary (PTO-41 3) Paper No(s). 

1 9) CD Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 


U.S. Patent and Trademark Office 
PTO-326 (Rev. 01-01) 


Office Action Summary 


Part of Paper No./2/^ 
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DETAILED ACTION 


Restriction 


1 . Claim 39 is withdrawn from further consideration as being directed to a non-elected 


3. Claims 29-38 and 40-49 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically it is uncertain how design loft is determined and 
the relationship with respect to lean angle. Is design loft with respect to how the sole sits on the 
ground or is it with respect the shaft being in a vertical orientation. If it is with respect to the 
shaft being in a vertical orientation than discussing a non-zero lean angle along with design loft is 
very confusing and indefinite. When design loft is discussed than it is uncertain of the orientation 
of the shaft. Claim 43 is indefinite in that the term "intended" is indefinite. 


species. 


Claim Rejections - 35 USC § 112 


2. 


The following is a quotation of the second paragraph of 35 U.S.C. 112: 


The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 44-46 and 51-53 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Muldoon. 

Muldoon discloses a method of constructing a designed golf club having a lean angle, 
design loft, length, lie and offset (Figs. 3-4) for a golfer comprising the steps of selecting a desired 
effective loft (desired designed loft) to be achieved in the form of selecting a specific club (i.e. six 
iron (Col. 1, Lns. 48-52), determining an achieved effective loft in the form of using a specific 
club (i.e. six iron, Col. 1, Lns. 51-58), based on the determined achieved effective loft select a 
relationship between lean angle and design loft so that as a test club was swung the desired loft is 
achieved in the form of personalizing the loft to meet the particular habits of the individual golfer 
(Col. 1, Lns. 57-60), choosing a non-zero lean angle when the head rests on its sole for the 
designed club having a selected relationship to design loft, length, lie, and offset (Fig. 4), 
constructing a club having the chosen non-zero lean angle in the form of bending (Col. 3, Lns. 8- 
9), a designed club and a test club having substantially the same design loft, length, lie and offset 
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in the form of the test club becoming the designed club after the loft angle is bend, a test club 
having a zero lean angle (Fig. 4), a club having a lean angle of 6 degrees (Fig. 4), and a 
connection being substantially parallel to a shaft in the form of a hosel being bent and as such will 
parallel and direct the direction of the shaft (Fig. 9). Clearly figure 4 has- a club with a lean angle 
which this application is defining. Since this is not a method claim on how to hit a ball, how the 
shaft is held is not relevant. The patent of Muldoon probably does not intend for a golfer to use a 
club in figure 4 with the shaft not in a vertical position but clearly it could. 


6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


7. Claims 29-32, 37-38, 41-43, 47-50, 54, and 55 are rejected under 35 U.S.C. 103(a) as 
being unpatentable Muldoon over Ashcraft. 

Muldoon discloses a method of constructing a designed golf club having a lean angle, 
design loft, length, lie and offset (Figs. 3-4) for a golfer comprising the steps of selecting a desired 
effective loft (desired designed loft) to be achieved in the form of selecting a specific club (i.e. six 


Claim Rejections - 35 USC § 103 
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iron (Col. 1, Lns. 48-52), determining an achieved effective loft in the form of using a specific 
club (i.e. six iron, Col. 1, Lns. 51-58), based on the determined achieved effective loft select a 
relationship between lean angle and design loft so that as a test club was swung the desired loft is 
achieved in the form of personalizing the loft to meet the particular habits of the individual golfer 
(Col. 1, Lns. 57-60), choosing a non-zero lean angle when the head rests on its sole for the 
designed club having a selected relationship to design loft, length, lie, and offset (Fig. 4), 
constructing a club having the chosen non-zero lean angle in the form of bending (Col. 3, Lns. 8- 
9), a designed club and a test club having substantially the same design loft, length, lie and offset 
in the form of the test club becoming the designed club after the loft angle is bend, a test club 
having a zero lean angle (Fig. 4), a club having a lean angle of 6 degrees (Fig. 4), a connection 
being substantially parallel to a shaft in the form of a hosel being bent and as such will parallel and 
direct the direction of the shaft (Fig. 9), a five iron and a six iron (Col. 1, Lns. 47-51) and a golfer 
having a stance and a grip (Col. 1, 54-56). Clearly figure 4 has a club with a lean angle which this 
application is defining. Since this is not a method claim on how to hit a ball, how the shaft is held 
is not relevant. The patent of Muldoon probably does not intend for a golfer to use a club in 
figure 4 with the shaft not in a vertical position but clearly it could. 

Muldoon lacks constructing a club after a relationship is selected and a non-zero angle is 
chosen and a test club is swung, a head being forged at the time of manufacturing to achieve a 
non-zero lean angle, a center of mass of a club being substantially the same location as at the time 
of manufacture, correlating across a plurality of clubs a swing characteristic of an effective loft of 
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a club for a golfer, matching across a plurality of clubs a swing characteristic of the location of the 
hands when the ball is addressed by a golfer, and relative difference between a design loft and the 
effective loft of each club is approximately zero. Clearly a golfer whose stance and grip requiring 
one club in a set to be personalize will most likely require other clubs in a set to be personalize. 
In addition, an artisan skilled in the art of teaching golf would have selected a suitable location for 
the hands when the ball is addressed by a golfer for each club in a set in which matching the 
location of the hands when the ball is addressed for each club in a set is included. . 

Ashcraft discloses a method of constructing a golf club using forging (Col. 3, Lns. 25-40). 
In view of the patent of Ashcraft it would have been obvious to modify the method of 
constructing a designed club of Muldoon to include constructing a club after a relationship is 
selected and a non-zero angle is chosen and a test club is swung in order to mass produce many 
heads for golfers needing the same correction, or to provide a golfer with more than one club with 
the same correction. In addition, it would have been obvious to have a method of forging in 
order to simplify the process of forming a head by removing a step of being a bending a hosel of a 
head. 

It would have been obvious to modify the method of constructing a designed club of 
Muldoon to include a plurality of clubs in a set in order achieve the desired loft for all clubs in a 
set. 

It would have been obvious to modify the method of constructing a designed set of clubs 
of Muldoon to have matching across a plurality of clubs a swing characteristic of the location of 
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the hands when the ball is addressed by a golfer in order to simplify playing the game of golf by 
having only one stance and grip for each club in a set of clubs. 

It would have been obvious to modify the method of constructing a designed club of 
Muldoon to have a relative difference between a design loft and the effective loft of each club is 
approximately zero for a golfer who has a stance in which the shaft is not held in a vertical 
orientation. 

8. Claims 33-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Muldoon in 
view of Ashcraft as applied to claims 29-32, 37, 47-49, 54, and 55 above, and further in view of 
Schmoll. 

Muldoon discloses determining an effective loft based upon a trajectory of a ball struck in 
the form of a golfer achieving a certain degree of loft when using a specific club (Col. 1, Lns. 51- 
59). 

Muldoon lacks using an automated observing system, an image forming device, and slow 
motion capability. Schmoll discloses using an automated observing system (Col. 3, Lns. 33-66), 
an image forming device, and slow motion capability (Col. 4, Lns. 57-67) in form of a digital 
camera used to determine lie at impact which is than used in determining modifications made to a 
club during a tailoring process (Col. 5, Lns. 25-45) in order to have accuracy (Col. 2, Lns. 35- 
42). In view of the patent of Schmoll it would have been obvious to modify the method of 
constructing a club to include using an automated observing system, an image forming device, and 
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slow motion capability of a digital camera to determine effective loft in order to ensure accuracy 
for the fitting process in adjusting the loft angle and lean angle. 


9. Claim 12 is allowed. None of the prior art discloses or renders as obvious a method of 
constructing a plurality of clubs determining a lean angle based on locating a ball progressively 


10. Claim 40 would be allowable if rewritten or amended to overcome the rejection(s) under 
35 U.S.C. 1 12, 2 nd paragraph, set forth in this Office action. None of the prior art discloses or 
renders as obvious a method of constructing a plurality of clubs determining a lean angle based on 
locating a ball progressively backward in a golfer's stance, away from the target, for increasingly 
longer clubs. 


Allowable Subject Matter 


backward in a golfer's stance, away from the target, for increasingly longer clubs. 


Conclusion 


1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Steve Blau whose telephone number is (703) 308-2712. The examiner is 
available Monday through Friday from 8 a.m. to 4:30 p.m.. If the examiner is unavailable you can 
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contact his supervisor Jeanette Chapman whose telephone number is (703) 308-13 10. Any 
inquiry of a general nature or relating to the status of this application should be directed to the 
Group receptionist whose telephone number is (703) 308-0858. 


slb/27 August 2001 
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